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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11,453 O.G.213. 

Disposition of Claims 

4) ^ Claim(s) 7-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) K Claim(s) 1-19 is/are allowed. 

6) K Claim(s) 20-30 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 October 2001 is/are: a)n accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U-S,C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on August 6, 2001 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

2. The information disclosure statement (IDS) submitted on September 3, 2002 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

3. Drawing submitted on October 12, 2001 is objected by the Examiner (please see 
Form PTO-948 attached). 

Claim Rejections - 35 USC § 101 

Claims 20 and 21-30 are rejected under 35 U.S.C. 101 because the language of 
the claims raise a question as to whether the claims are directed merely to an abstract 
idea that is not tied to a technological art, environment or machine which would result in 
a practical application producing a concrete useful, and tangible result to form the basis 
of statutory subject matter under 35 U.S.C 101 . 

Claims that recite nothing but the physical characteristics of a form of energy, 
such as frequency, voltage, or the strength of a magnetic field, define energy or 
magnetism, perse, and as such are nonstatutory natural phenomena. O 'Reilly v. 
Morse, 56 U.S. (15How.) 62, 112-14 (1853). However, a signal claim directed to a 
practical application of electromagnetic energy is statutory regardless of its transitory 
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nature. See O 'Reilly, 56U.S. at 114-19; In re Breslow, 616 F.2d 516, 519-21, 205 

USPQ 221, 225-26(CCPA 1980). 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 
The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention, 

4. Claims 20 provides for the use of a carrier wave encoded to. . . , but, since the 
claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 20 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dun/c/, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claims 21 provides for the use of a controllable lighting system; an imaging 
system; and a light intensity control system, wherein the light intensity control system is 
operable to... but, since the claim does not set forth any steps involved in the 
method/process, it is unclear what method/process applicant is Intending to encompass. 
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A claim is indefinite where it merely recites a use without any active, positive steps 
delimiting how this use is actually practiced. 

Claims 21-30 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C, 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brennen 255 F, Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

6. Claim 20 is rejected under 35 U.S.C. 102(b) as being anticipated by Johnson. 
As to claim 20, Johnson disclose a carrier wave encoded (column 3, lines 18-25) 

to transmit a control program to a device for executing the control program, the device 
culpable to a vision system, the control program including instructions for determining a 
desired lighting configuration for a vision system having a controllable lighting system, 
the desired lighting configuration usable to obtain a desirable image of at least 
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one feature of a work piece, the instructions comprising: instructions for obtaining a 
plurality of base images of the at least one feature, each base image corresponding to 
an actual lighting configuration and comprising an actual image; instructions for 
determining a set of at least one image result for at least one actual lighting 
configuration; instructions for determining a set of at least one image result for at least 
one synthetic lighting configuration, each set of at least one image result based on the 
corresponding synthetic lighting configuration and at least one base image; and 
instructions for determining a desired lighting configuration based on the sets of image 
results (APPARATUS CLAIMS MUST BE STRUCTU-RALLY DISTINGUISHABLE 
FROM THE PRIOR ART, While features of an apparatus may be recited either 
structurally or functionally, claims directed to >an< apparatus must be distinguished 
from the prior art in terms of structure rather than function, >ln re Schreiber, 128 F,3d 
1473, 1477-78, 44 USPQ2d 1429,1431-32 (Fed. Cir. 1997) (The absence of a 
disclosure in a prior art reference relating to function did not defeat the Board's finding 
of anticipation of claimed apparatus because the limitations at issue were found to be 
inherent in the prior art reference); see also In reSwinehart, 439 F,2d 210, 212-13, 169 
USPQ 226. 228-29 (CCPA 1971);< In reDanly, 263 F.2d 844, 847, 120 USPQ 528, 531 
(CCPA 1959). "[A]pparatus claims cover what a device is, not what a device does." 
Hewlett-Packard Co. v. Bausch &Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990) (emphasisin original). In the instant application prior art 
presented meets stmcture of the claim 20). 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

8. Claims 21-30 are rejected under 35 U.S.C, 102(e) as being anticipated by Jusoh 
et al. 

As to claim 21, Jusoh et al disclose a vision system comprising: a controllable lighting 
system (fig.1); an imaging system (fig.1); and a light intensity control system 9fig.1 , 74), 
wherein: the light intensity control system is operable to determine a desired lighting 
configuration usable to obtain a desirable image of at least one feature of a work piece, 
the desired lighting configuration determined based on at least one set of actual image 
results corresponding an actual lighting configuration and at least one set of simulated 
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image results corresponding to a synthetic lighting configuration, the desired lighting 
configuration being one of the actual and simulated lighting configurations that 
corresponds to a set of image results chosen by comparison to at least one other set of 
image results. (APPARATUS CLAIMS MUST BE STRUCTU-RALLY 
DISTINGUISHABLE FROM THE PRIOR ART, While features of an apparatus may be 
recited either structurally or functionally, claims directed to >an< apparatus must be 
distinguished from the prior art in terms of stmcture rather than function, >ln re 
Schreiber, 128 F.3d 1473. 1477-78, 44 USPQ2d 1429,1431-32 (Fed. Cir. 1997) (The 
absence of a disclosure in a prior art reference relating to function did not defeat the 
Board's finding of anticipation of claimed apparatus because the limitations at issue 
were found to be inherent in the prior art reference); see also In reSwinehart, 439 F.2d 
210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);< In reDanly, 263 F.2d 844, 847, 
120 USPQ 528, 531 (CCPA 1959). "[A]pparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch &Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (emphasisin original). In the instant 
application prior art presented meets structure of the claim 21). 

Claims 22-30 are similarly analyzed and rejected as claim 21. 

Allowable Subject Matter 
9. Claims 1-19 are allowed. 
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Reason for Allowance 

Prior art fails to teach or fairly suggest a control program for determining a desired 
lighting configuration for a vision system comprising a controllable lighting system and 
an imaging system, the desired lighting configuration usable to obtain a desirable image 
of at least one feature of a work piece, the method comprising: determining a set of at 
least one image result for at least one actual lighting configuration" determining a set of 
at least one image result for at least one synthetic lighting configuration, each set of at 
least one image result based on corresponding synthetic lighting configuration and at 
least one base image; and determining a desired lighting configuration based on the 
sets of image result, in combination with other elements of independent claims 1 and 
19. 

Although Jusoh et al (US 6,207,946) disclose an adaptive lighting system and method 
for machine vision apparatus comprising a digital computer which includes a plurality of 
components to provide a suitable illumination and contrast between the package 22 in 
order for camera capture a high resolution image (column 5, lines 7-20). But Jusoh et al 
fails to teach or fairly suggest the method of instant application as specified in 
independent claims 1 and 19. 

CONTACT INFORAMTION 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barry Choobin whose telephone number is 703-306- 
5787. The examiner can normally be reached on M-F 7:30 AM to 18:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on 703-308-5246. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Barry Choobin 




August 18, 2004 



BHAVESH M. MEHTA 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



